


INTELLECTUAL PROPERTY MANAGEMENT

REQUIREMENTS FOR STATE

RESEARCH GRANT RECIPIENTS

Executive Summary

State-funded research grants represent an investment of public resources.  Intellectual property generated by State-funded research represents opportunity to return social and economic value to the Irish taxpayer in return for public investment in research.

The public interest in research outcomes needs to be protected both by the State and by the beneficiaries of each award, including the research bodies who are the grant recipients, all participants in the research programme, and other research body staff involved in realising value from research outcomes.  

Consistent requirements for intellectual property management among the granting agencies are intended to result in consistent practices among grantees.  The provisions presented here express 6 basic criteria for intellectual property management as they appear in State agency award requirements, in the text of or as an attachment to an award letter or contract.  

Three additional terms cover:

· Disposition of commercialisation income to the research body for research and research related expenses,

· Research body responsibility for management and resolution of conflicts of interest and appearances of conflicts of interest, and

· Annual reporting requirements for research and commercialisation activity.

Assumptions

§ The public will realize return on its investment in research through the many forms of knowledge transfer the research enterprise generates, from training of graduate and post graduate students to publications, as well as from conversion of discoveries into useful products and services that enhance quality of life and contribute to economic growth for Ireland.

§ State agency and research body policies should be appropriately formed and upheld in practice to ensure all participants in research and in commercialisation of research discoveries understand their obligations and responsibilities for acting in the public interest.

These assumptions are the basis for establishing this framework of principles for managing intellectual property generated through State-funded research grants.  These principles are intended to be common to all State grants agencies, to promote common practice among agencies and research bodies, and to influence research bodies’ published policies governing intellectual property management.  The terms and conditions also encompass closely related issues, including conflicts of interest and reporting results of research and commercialisation.

Coverage

These requirements for managing intellectual property (IP) apply to recipients (research bodies and other grant eligible entities) of publicly funded grants.  Individual agencies may include additional intellectual property management criteria in their own awards.

Agencies:  These terms and conditions apply to grants awarded by the following State agencies:  

[List of State research funding agencies.]

Definitions

Intellectual Property
Intellectual property is new knowledge or creative work in which a right of ownership can be established under provisions of patent, copyright, or trademark law, or in which value can be sustained and ownership asserted through maintaining the knowledge as a trade secret. 

Patentable Invention

The European Patent Convention provides: 

Patentable inventions: (1) European patents shall be granted for any inventions which are susceptible of industrial application, which are new and which involve an inventive step.   Article 52

Industrial application:  An invention shall be considered as susceptible of industrial application if it can be made or used in any kind of industry, including agriculture.  Article 57
Novelty: (1) An invention shall be considered to be new if it does not form part of the state of the art.  (2) The state of the art shall be held to comprise everything made available to the public by means of a written or oral description, by use, or in any other way, before the date of filing of the European patent application.  Article 54
Inventive step:  An invention shall be considered as involving an inventive step if, having regard to the state of the art, it is not obvious to a person skilled in the art.   Article 56 


Commercially Viable Intellectual Property (Discovery or Invention)
Intellectual property is commercially viable when its application would have market value through creating a new product or process, or enhancing an existing product or process attractive to an identifiable customer group; and when manufacture of the product or application of the process is physically and financially feasible.

Commercialisation Income
Commercialisation income is income in the form of royalties, equity, lump sum or milestone payments, or other means of payments earned by the research body from licensing its research-generated discoveries or inventions.

Standard Terms And Conditions:

Intellectual Property Ownership

Title to intellectual property generated by State-funded research vests in the research body as the grantee.  

The research body is required to have published policy that alerts all faculty, researchers and employees to this ownership requirement.  Alternatively, it must provide the granting agency signed agreements to this ownership assignment from faculty, researchers and employees who participate in the research project being funded.

Rationale:

§ Science and technology inventions arising from publicly funded research are a valuable national resource.  Public interest in a vibrant economy and enhanced quality of life requires reasonable and responsible efforts to promote the development and use of these inventions.  

Assigning ownership for intellectual property (IP) generated by State-funded research to the research body, the grant recipient, accomplishes the following:

· The funding agency includes IP management terms in its contractual relationship, the grant award, with its grantees and the number of entities the funding agency has to hold accountable for appropriate IP management is limited to a defined set. 

· Responsibility for appropriate IP management and exploitation is fixed in an institution with the required resources and experience to manage and track the disposition of the IP.

· The research body has strong incentive to uphold its IP management responsibility to maintain its eligibility for State grant funding.

· The funding agency can also hold the research bodies responsible for the conduct of principal investigators and other research project participants.

· Research bodies can also be held responsible to ensure third parties who negotiate licenses or other rights to IP are obligated to comply with the State agency’s IP management standards.

§ Vesting IP ownership in the research body 

· Places rights to inventions with the party most likely to transfer the new technologies most efficiently and quickly to public use and benefit;

· Contributes to standardising, institutionalising and ensuring the quality, resources and capability to commercialise and realise value from State-funded discoveries; and

· Encourages university industry research collaborations: inventors are motivated to see their inventions used, industry is interested in using new discoveries, and the public interest is served. 

§ Certainty of title for inventions is an important incentive for commercialisation.  Research bodies need to demonstrate to potential licensees and investors that they have obtained adequate and timely patent protection.  Title to intellectual property generated by State-funded research vests in the research body grantee.  This provision in grant agency terms and conditions supports the research body’s ability to represent clear and certain title to publicly-funded research-generated intellectual property.

§ Where State funds flow into a research project, both university and industry participants have responsibility to protect the public interest.

Duty To Report Discoveries
Research bodies are required to report discoveries to the funding agency within 60 days after the inventor files a discovery notice with the commercialisation office.  Research body policy must: 

· require timely reports of discoveries from inventors, within 30 days of discovery, and

· hold researchers responsible for protecting the confidentiality of discoveries for a reasonable period to allow the research body to agree on a commercialisation strategy or to seek patent protection before the researcher publishes the discovery information.  This period should be as brief as possible and no longer than 60 days.

NOTE:  Discovery refers to the point in time when an inventor recognises that a technology has been created by a new and inventive step and is susceptible of industrial or commercial application.

Rationale:

§ The duty to report discoveries to the funding agency places a positive responsibility on the research body to act.  The research body must in turn require inventors to act by defining and reporting discoveries to the research body commercialisation office.

Fulfilling this responsibility depends on researcher awareness.  Research bodies must inform researchers of their responsibility to define and report discoveries, must develop and publicise a process for reporting discoveries, and must identify an official or office responsible to receive discovery reports.

The duty to report discoveries initiates the IP management process. The requirement that inventors report within 30 days establishes a reasonable guideline for timely action, i.e., defining, describing, and reporting claims of innovation and usefulness, once an inventor(s) realises a useful discovery.  

Incorporating time requirements in the fundamental IP management provisions makes the process self-regulating.  To the extent the process is self-regulating, it avoids spending additional public resources.

§ The 60 days or less confidentiality period following the realisation of discovery establishes a positive responsibility for care and diligence for researchers in protecting the public interest in the potential value of the intellectual property.

The 60 day waiting period is set with respect for the inventor’s right to publish research results and report broadly on the generation of new knowledge.  Publication benefits the scientific pursuit of knowledge at large and enhances the stature of Ireland’s research enterprise in general.

The 60 day limit on confidentiality reinforces the positive responsibility of the research body to act timely and effectively to protect new intellectual property.

Duty To Exploit Patentable Discoveries
Exploiting Discoveries for Social and Economic Benefit to Ireland:  In forming commercialisation strategy, research bodies should consider whether commercially viable discoveries can be exploited within the Irish economy.

Time Limit for Commercialisation:  In accepting the grant, the research body incurs a duty to serve the public interest by ensuring commercially viable discoveries are appropriately and timely protected and exploited, no later than within two (2) years. 

NOTE:  Commercial exploitation of some discoveries may first require significant development for more than two years.  Appropriate product development and other activities required for commercialisation are sufficient indicators that the licensee is duly pursuing exploitation.

Licensed Discoveries:  When the research body licenses intellectual property to any party, the license agreement must provide that 1) the licensee will exploit the intellectual property with due diligence in accordance with the contract, and 2) if the licensee fails to do so timely, appropriately, or within two years, the license will be terminated by the research body.

Failure to Exploit:  If the university fails to exploit commercially viable intellectual property, ownership will revert to the granting agency, which will consider giving title first to the inventor(s) or alternatively to third parties.

Adequate Commercialisation Resources:  In the use of its income from commercialisation, the university will give priority to providing adequate commercialisation resources to support the institution’s programs.

Rationale:

§ Exploiting Discoveries for Social and Economic Benefit to Ireland
First consideration is encouraged for exploiting inventions within the Irish economy and for the benefit of the Irish tax payer.  

As a fundamental part of the commercialisation strategy for each discovery, determinations must be made as to how the new technology or process can be used, by whom, and how – to start new business based on the discovery, to license to an existing company or companies, or both.  A discovery may have multiple applications that can only be fully exploited through a variety of means – non-exclusive and partially exclusive as well as exclusive licensing. 

This provision encourages full consideration of Ireland’s social and economic interest, does not compel a course of action and is not intended to overlook the benefits that may accrue to Ireland and the Irish research enterprise from international use of its innovations.

Currently, the majority of research discoveries are exploited through start up indigenous companies.

§ Time Period
This provision establishes the degree and timing of response the research body must make to a commercially viable discovery.  

Patent protection must precede disclosure in most countries other than the United States so that timely protection is required to preserve the value of the IP.  

The standard of “appropriate protection” holds the research body responsible to determine how best to protect the discovery – through patenting as a published process that must be licensed from its owner in order to be used during the life of the patent, through copyright, or through secrecy as a trade secret or special know-how.  

§ Licensed Discoveries
The standard of “timely exploited” and the two year period intend to ensure against licensing of a discovery for the purpose of preventing its use, an outcome that would contravene the public interest.  Exploitation should be reasonably initiated and in progress within two years.  Some technologies will take much more time to reach the market or will fail in development stages long after the two years have passed.  The intent of this requirement is that the licensee duly pursue exploitation in ways reasonable for the discovery, rather than that development be complete within two years.

§ Failure to Exploit

The research body is responsible to ensure that discoveries are exploited and should incorporate due diligence clauses for exploitation in licensing agreements.  Where a licensee fails to exploit a discovery in a reasonable time, the public interest is served by the research body’s cancelling the license for use and seeking other commercialisation means.  Where the research body does not fulfil the commercialisation responsibility, the public interest is served by the State funding agency’s recalling the title it awarded the research body.  The agency then will consider how best to support exploitation through a new award of title. 

Grantee Policy: Sharing Commercialisation Income With Inventors 

The research body must have published policy that informs researchers, employees and the public of, and sets out its provisions for, distributing commercialisation income and for sharing both royalty and equity income from intellectual property commercialisation with inventors.

Rationale:

§ The commercialisation process for research discoveries involves several actors – inventors, commercialisation staff in research bodies, research body management (provide support and resources, make investment decisions), subject matter experts (valuation, marketing, negotiating, etc.), investors, and the market (licensees, vendors, consumers).  The process runs on incentives.  Incentives need to be an integral part of the system for researchers, their departments or schools, and the research body itself to support and participate in commercialising discoveries.

No less than 85% or more of research discoveries simply advance the state of scientific knowledge.  This is the true focus and objective of research.  Discoveries that can be converted to public use and benefit are exceptional and are typically not the central interest of researchers or research teams.  Time devoted to reporting potentially useful inventions and to supporting their development and exploitation is time away from the main focus of research.  

Researchers, their departments or laboratories, and the research bodies are offered two incentives to participate in realising value from research-generated inventions.  Through State agency and research body policy, inventors are made aware of the public service they perform when they participate in exploiting their inventions.  And they and the research bodies are provided a share in the income realised from the exploitation of their inventions. 

Funding Agency Approval Required To Sell Or Transfer Ownership Of Intellectual Property

The research body grantee may not transfer title to a technology or other intellectual property generated under a State grant without written agreement of the funding agency.  The purpose of this provision is to protect the public’s interest in achieving social and economic benefit from its investment in research through full exploitation of viable discoveries.

Rationale:

§ While the research body retains title to the technology, it also continues to be accountable to the funding agency and serves as an extension of the State in overseeing the development of a technology in the hands of a licensee.   Under this term, the research body cannot end its obligation to monitor exploitation of State funded intellectual property without funding agency permission.  

This provision makes sale or transfer of title to discoveries exceptional rather than standard practice with the intent to expand the range of options research bodies consider in forming a commercialisation strategy.  

§ With appropriate terms in a non-exclusive, partially exclusive or exclusive license contract, the research body is able to fulfil its public service responsibility to ensure full exploitation of publicly funded intellectual property.  The research body can ensure a license can be cancelled and the technology retrieved in the event a licensee fails to commercialise it or experiences a business failure.  

This provision also supports the research body’s maintaining a long term interest in a discovery, enabling it to protect researchers’ rights to continue to use the intellectual property in research and to build on a specific line of inquiry.  The research body’s title also ensures it has the opportunity to benefit from its efforts in further developing the intellectual property.  And it ensures the research body has the right to accept new funding for work in the same line of inquiry.

§ The research body’s long term interest in an invention may translate into significant benefit to its licensees in at least two ways.  First, the research body may, for its own benefit in becoming known as a strong defender of its IP, be willing to defend against patent infringement while a start up company would not be able to afford to act.  Alternatively, the State may wish to defend against infringement to identify Ireland as a strong defender of intellectual property generated by publicly-funded research.  Second, identification of a company’s technology with a research body is likely to contribute value in the eyes of investors.  In the U.S., success ratios for companies based on university research generated technologies is better than 65% while success ratios for new businesses normally hover at approximately 10 to 15%.
Commercialisation Income:  Support For Commercialisation
Royalty and equity income the research body realises from commercialisation of publicly funded discoveries must be used to support the university’s mission and as a priority should be applied to provide adequate commercialisation resources for the institution.

Rationale:

The public investment in research intends to build a research enterprise for Ireland as a key part of establishing a knowledge-based economy.  This return of income to research activities is a return on investment that leverages the initial funds and provides research bodies an incentive to encourage commercialisation of inventions. 

Conflicts Of Interest
The research body will provide a statement of assurance to the granting agency that financial interests of all participants in the research programme have been declared and assessed and that any active or apparent conflicts of interest have been managed to ensure the integrity of the research and that all transactions among and by the parties will be open, transparent and objective.

The purpose of this provision is to elicit full disclosure of financial interests of all participants and relevant parties to the research programme and to manage and resolve all such interests that might influence, or appear to influence, research conduct or outcomes. 
Rationale:

§ For results to be valid, research must be conducted free of financial, political, or other influence from outside the pursuit of new knowledge.  Conflicts of interest occur 

when the personal, professional or political interests of anyone involved in a research programme may be served or appear to be served by a particular research outcome. 

§ This provision places responsibility on the grantee, the research body, for ensuring full disclosure of interests by its researchers and staff and for reviewing and resolving both conflicts of interest and appearance of conflicts as a condition of receiving a grant.  Its immediate employer relationship with researchers and its position as grant recipient makes the research body the most able entity to assume this responsibility.  

§ Placement of this responsibility with research bodies as an integral part of self governance and self auditing is in keeping with the general principles of making State funds awards to self-governing academic institutions.  It is also reasonable and effective for funding agencies, whose resources could otherwise be significantly diverted to oversight of individual researchers and research teams in all grantee institutions.

Indicators

The research body will provide annual reports to the granting agency on indicators for research activities and research outcomes, including commercialisation.  Indicators will be specified by each agency and are typified by the following list:  

· Number of grants and total amount of annual research grant funding from all sources;

· Researchers, employees, contractors and other participants in research projects by numbers and category;

· Additional awards, funding or in-kind support for State-funded research projects;

· Publications, authorship and attributions resulting from research projects;

· Numbers and identity of Ph.D., post-doctoral and other students trained in research projects;

· Number of discovery reports generated by research projects;

· Number and type of patent applications filed;

· Patents awarded;

· Number of licenses and number of licenses earning income from royalties or equity; 

· Annual licensing income;

· Categories of licensees as existing businesses, indigenous companies, new or spin out companies; 

· Spin out company annual employment, business volume, and life span; and

· Number of full time equivalent positions (FTE) directly involved in research body technology transfer activities.

RATIONALE:

§ Research and commercialisation activity indicators are important to measuring progress in building Ireland’s research enterprise, to perceiving economic impacts of research investments, and to analysing relationships between input and outcomes.

NOTE:  Funding agencies are developing a single set of indicators and coordinated reporting process.
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